
525l#'dPCT/FT0 25tej)flJ 



EmsTE, Kessler, Goldstein & Fox p.l.l.c. 

ATTORNEYS AT LAW 
MOO NEW YORK AVENUE, N.W. • WASHINGTON. D.C. 20005-3934 



f^V^ Phone: <20a) 371-26OO • Facsimile: (202) 371-2540 • www.skgf.com 




Robert Greene Sterne 
Edward J. Kessler 
JORGE A. Goldstein 
Samuel L. Fox 
David K.S. Cornwell 
Robert W. Esmond 
Tracy-Gene g\ Durkin 

MICHELE A. CIMBALA 

Michael B. Ray 
Robert E. Sokohl 
Eric K. Steffe 
Michael O. Lee 



Steven R. Ludwig 
John M. Covert* 
• Linda E. Alcorn 
Robert C. Millonig 
Michael V. Messinger 
Judith U. Kim 
Timothy J. Shea, Jr. 
Donald R. McPhail 
Patrick E. Garrett 
Stephen G. Whiteside 
Jeffrey T. Helvey* 
Heidi L. Kraus 



Jeffrey R. Kurin 
Raymond Millien 
Patrick D. O'Brien 
Lawrence B. Bugaisky 
Crystal D. Sayles 
Edward W. Yee 
Albert L. Ferro* 
Donald R. Banowit 
Peter A. Jackman 
Molly A. McCall 
Teresa U. Medler 
Jeffrey S. Weaver 



Kristin K. Vidovich 
Kendrick p. Patterson 
Donald J. Featherstone 
Grant E. Reed 
Vincent L. Capuano 
John A. Harroun* 
Albert J. Fasulo h • 
W. Brian Edge* 
Eldora Ellison Floyd* 
W. Russell Swindell 
Thomas C. Fiala 



Karen R. Markowicz* 
Suzanne E. Ziska** 
Brian J. Del Buono*" 
Andrea J. Kamage** 
Nancy J. Leith** 
Elizabeth J. Haanes** 
Mark P. Terry** 
Tarja H. Naukkarinen** 



•Bar Other Than D.C, 
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'commissioner for Patents 
Washington;vD.C. 20231 



Writer 's Direct Number: 

(202)371-2560 

INTERNET Address: 

RESM0ND@SKGF.COM 

Box Missing Parts 



lE/29/2000 UESUVIJE 00000019 09555211 ^ ^ . 

Our Ref: 

01 FC:128 1890.00 OP 

Sir: 



Re: U.S. National Phaseof PCT/EP98/07682 

Appl. No. 09/555,211; International Filing Date: November 27, 1998 
For: Method for Measuring the Apoptosis 
Inventors: Steinlein et al. 

0652.2080000/EKS/PSC 



In reply to the "Notification of Missing Requirements Under 35 U.S.C. 371," dated June 
27, 2000, Applicants submit the following documents for appropriate action by the U.S. Patent 
and Trademark Office: 



1 . Fee Transmittal Form PTO/AB/1 7 (in duplicate) ; 

2. Petition For Extension of Time Under 37 C.F.R. § 1.136(a)(1); 

3. Copy of the Notification of Missing Requirements Under 35 U.S.C. 371; 

4. Original Declaration, executed by the inventors; 

5. Original executed Power of Attorney from Assignee; 

6. Certificate Under 37 C.F.R. § 3.73(b) with copy of Assignment attached; 

7. Return postcard; and 

8. Check No. 29927 in the amount of $ 1 890.00 to cover Extension of Time. 



Stehne, Kessle^s, Goldst: 




8c Fox P.L.L.C. 



Commissioner for Patents 
December 27, 2000 
Page 2 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. If extensions of time under 37 
C.F.R. § 1.136 other than those otherwise provided for herewith are required to prevent 
abandonment of the present patent application, then such extensions of time are hereby 
petitioned, and any fees therefor are hereby authorized to be charged to our Deposit Account No. 
1 9-0036. A duplicate copy of this letter is enclosed. 



Respectfully submitted. 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Robert W. Esmond 
Attorney for Applicants 
Registration No. 32,893 
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FEE TRANSMITTAL 

for FY 2001 

Patent fees are subject to annual revision. 




Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Examiner Name 



Group Art Unit 



09/555,211 



November 27. 1998 (I.A. 
Filing Date) 



Peter Steinlein 



To be assigned 



To be assigned 



TOTAL AMOUNT OF PAYMENT 



($)1 890.00 



Attorney Docket No. 



0652.2080000/EKS/PSC 



METHOD OF PAYMENT (check one) 



FEE CALCULATION (continued) 



1. CH The Commissioner is hereby authorized to charge 
indicated fees and credit any overpayment to: 



Deposit Account 
Number 



Deposit Account 
Name 



19-0036 



Sterne, Kessler, Goldstein & Fox p.l.l.C. 



n Charge Any Additional Fee Required 
Under 37 CFR§§ 1.16 and 1.17 

Q Applicant claims small entity status 
See 37 CFR 1.27 



Payment Enclosed: 



la Check □ Credit card □ Money Order ^ Other* 

•Charge any deficiencies or credit any overpayments in the fees or fee 
catculations of Parts 1 , 2 and 3 below to Deposit Account No. 19-0036. 



FEE CALCULATION 



1. BASIC FILING FEE 



Fee 
Gode 


Fee 
($) 


Fee 
Code 


Fee 
($) 


101 


710 


201 


355 


106 


320 


206 


160 


107 


490 


207 


245 


108 


710 


208 


355 


114 


150 


214 


75 



Utility filing fee 
Design filing fee 
Plant filing fee 
Reissue filing fee 
75 Provisional filing fee _ 



SUBTOTAL (1) ($) 00.00 



12. EXTRA CLAIM FEES 

Extra 

Total Claims - 20** = X 

X 



Fee from 
below 



Fee Paid 



Indep. Claims 



Multiple Dependent 
Large Entity Small Entity 



Fee 
Code 


Fee 
(S) 


Fee 
Code 


Fee 
($) 


Fee Description 


103 


18 


203 


9 


Claims in excess of 20 


102 


80 


202 


40 


Independent claims in excess of 3 


104 


270 


204 


135 


Multiple dependent claim 


108 


80 


209 


40 


"Reissue independent claims over original 
patent 

"Reissue claims In excess of 20 and over 
original patent 


110 


18 


210 


9 



SUBTOTAL (2) ($) 00.00 



3. ADDITIONAL FEES 
Large Entity Small Entity 



Fee 
Code 


Fee 
($) 


Fee 
Code 


Fee 
($) 


Fee Description 


105 


130 


205 


DO 


Surcharge - late filing fee or oath 


127 


50 


227 


25 


Surcharge - late provisional filing fee or cover sheet 


139 


130 


139 


130 


Non-English specification 


147 


2,520 


147 


2,520 


For filing a request for ex parte reexamination 


112 


920* 


112 


920* 


Requesting publication of SIR prior to Examiner 
action 


113 


1,840* 


113 


1,840* 


Requesting publication of SIR after Examiner action 


115 


110 


215 


55 


Extension for reply within first month 


116 


390 


216 


195 


Extension for reply within second month 


117 


890 


217 


445 


Extension for reply within third month 


118 


1 390 


21 8 


695 


Fyt^nQtrtn fAr r^nlu wifhin fniirth mnnth 
^alciioiuii ivji 1 cpiy wilmiii luuiiii iiiuiiiii 


128 


1.890 


228 


945 


Extension for reply within fifth month 


119 


310 


219 


155 


Notice of Appeal 


120 


310 


220 


155 


Filing a brief in support of an appeal 


121 


270 


221 


135 


Request for oral hearing 


138 


1,510 


138 


1,510 


Petition to institute a public use proceeding 


140 


110 


240 


55 


Petition to revive - unavoidable 


141 


1.240 


241 


620 


Petition to revive - unintentional 


142 


1,240 


242 


620 


Utility issue fee (or reissue) 


143 


440 


243 


220 


Design issue fee 


144 


600 


244 


300 


Plant issue fee 


122 


130 


122 


130 


Petitions to the Commissioner 


123 


130 


123 


130 


Petitions related to provisional applications 


126 


180 


126 


180 


Submission of Infonnation Disclosure Stmt 


581 


40 


481 


40 


Recording each patent assignment per 
property (times number of properties) 


146 


710 


246 


355 


Filing a submission after final rejection 
(37 CFR 1.129(a)) 


149 


710 


249 


355 


For each additional invention to be examined 
(37 CFR 1.129(b)) 


179 


710 


279 


355 


Request for Continued Examination (RCE) 


169 


900 


169 


900 


Request for expedited examination of a design 



Fee paid 



application 



Other fee (specify) : 

Other fee (specify) : 

•Reduced by Basic Filing Fee Paid 



1890.00 



** or number prsviously paid, if. greater. For Reissues, see above 



SUBTOTAL (3) 



($) 1890 00 



SUBMITTED BY 



Complete {if applicable) 



Name (Print/Type) 



Robert W. Esmond >-v 



Registration No. 

(Attorney/Agent) 



32.893 



Telephone 



202-371-2600 



Signature 



Date 



WARNING: Information on this form may become public. Credit card information should not 
be included on this form. Provide credit card information and authorization on PTO-2038. . 
Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual Mse A^^ 5P;]?!?J,^"il-cP.^^D^le"^k°T^^^^^ 
complete this form should be sent to the Chief Infonnation Officer. Patent and Trademark Office. Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 



09/555, 2U 




UNITED STATES Dli^AR'i. tVlENT OF COMMERCE 
Patent and Trademark Ofllce 

Address: ASSISTANT COMMISSIONER FOR PATENTS 
Box PCT 

Washington. D.C. 20231 

F 0652. 2 030 CM JO 



I-IRST NAMi:i) AI'J'iJCAN*l* 



ATry. ixxTKirr nu. 



STERNE KESSLER QOLDSTEIN 
1100 NEW YORK AVENUE N W 
SUITE 600 

WASHINGTON DC 20005-3934 




l^'CT/EF98/07682 



INTliKNATIONAi. AI'PUCATION NO. 



06/27/00 



1.1 



JUN 2 9 2000 



STERNE, KESSLER 
GOLDSTEIN & FOX P.' 



and 



NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

1. The followmg iieix-is have been subniiticd by Uie applicam or die IB to ihe United States Patent and Trademark Office as 

Lm Designated Office (37 CFR 1 .494), 
/ 0 an Elected Office (37 CFR 1 .495): 
OIj.S. Basic National Fee. 
tJ Copy of^tlle international application in: 
X a non-English language. 
/ □ English. 
1/ Translation of the international application into English 

□ Oath or Declaration of invemors(s) for DO/EO/US. 
D Cot^ of Article 19 amendments. 
DXftnslaiion of Article 19 amendments into English, 

yrhe International Preliminary Examination Report in English and its Annexes, if any ' ' iPlf^T^ 
U Translation of Annexes to the International Preliminary Examination Report into English, 
U Preliminary amendment(s) filed and 

□ Information Disclosure Statement(s) filed 

n Assignment document. 
D Pdwer of Attorney and/or Change of Address. 

ibstitute specification filed 
D^erified Statement Claiming Small Entity StamsT' 
L^j>riority Document. / 

^Copy of the International Search Report IZl and copies of the references cited therein. 
Ll Other: , 

2. The following items MUST be furnished within Uie period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371: r m 

□ a. Translation of the application into English. Note a processing fee will be required if submitted later than the 
appropriate 20 or 30 months from the priority date. 

J U The currem translation is defective for the reasons indicated on the attached Nouce of Defective 
/ Translation. 

□ yi'rocessing fee for providing the translation of the application and/or the Annexes later than the appropriate 20 or 
y30 months from the priority date (37 CFR 1.492(f)). 

0 c^ Oath or declaration of the inventors, in compliance with 37 CFR 1 .497(a) and (b), idenUfying the application by 
the International application number and international filing date. 

□ The current oath or declaration does not comply with 37 CFR 1.497(a) and (b) for the reasons indicated 
on the attached PCT/DO/EO/917. 

^ 'jj'i'^^^'^^ P^'O^^^^^g O'" declaration later than the appropriate 20 or 30 mondis from the priority date 

(37 CFR 1.492(e)). 

3 . Additional claim fees of 5 as a □ large entity □ small entity, including any required multiple dependem 

Claim tee, are required. Applicam must submit the additional claim fees or cancel the additional claims for which fees are 
due. See attached PTO-875. 

ALL OF THE ITEMS SET FORTH IN 2(a)-2(d) AND 3 ABQ^ MUST BE SUBMITTED WITHIN ONE MONTH 
FROM THE DATE OF THIS NOTICE OR BY □ 21 OR IZl 31 MONTHS FROM THE PRIORITY DATE FOR 
THE APPLICATION, WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WELL RESULT IN 
.ABANDONMENT. *ii 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions of 37 
CFR 1. 136(a). 

4 Translation of die Annexes MUST be 'submitted no later that the time period set above or the annexes will be cancelled 
Note processing fee will be required if submitted later than 30 months from the priority date. 
5. U The Article 19 amendments are cancelled since a translation was not provided by the appropriate 20 (37 CFR 
494(d)) or 30 (37 CFR 1 .495(d)) months from the priority date. 

Apnhcam is reminded that any communication to the United States Patent and Trademark Office must be mailed-to the 
address given m ihe heading and include the U.S. application no. shown above. (37 CFR 1.5) 



10 



A copy of this notice MUST be returned with this response. 

Enclosed; 

□ PCT/DO/EO/917 □ Notice of Defective Translauon r-^ ~' ' "V' , '» ^ I. 

□ PTO-875 Yuv^sM ^ Kidt^t^t I VcKrxymxA 

FORM PCT/DO/EO/905 (December 1997) Telephone: 703-305-:^ ^ 5 ' 




Certificate Under 37 C-F.FL § 3.73(b) '^^apk c^^ 

BI Case No. l4/042,44-US 
Atty. Docket No. 0652,2080000/REF 

Applicants: Petef STEINLEIN. Johannes. HOFFMANN. Gabor LAMM, and Gerhard CHRISTQFOR3 

U.S. AppL No.: 09/555.21 1 which us the U.S. narional phase of PCT/EP98/07682 I.A. Filed: Nov. 27, 1998 

Entitled: Method for Measuring ifae Apoptosis 

Boehrineer Ineelheim International GmbH , a Coqx)ration 



(Name of Axadpiev) (Typ^ of Axubdco, anpocuJOA, ^lonoenhlts univervty, govenimeat DBmc7.ctB.> 

States diat it is: 

1 . [X] the assignee of the entire right, title, and interest, or 

2. [ ] an assignee of an undivided part interest 

in the patent application/patent identified above by virtue of either: 

A. pC] An Assignment from the inventor(s) of the patent application/patent identified above. The assignment 

was recorded in the Patent and Trademark Office at Reel . Frame , or for which a copy 

thereof is attached 

OR 

B. [ ] A chain of title from the inventor(s) of the patent application/patent identified above to the current 

assignee as shown below: 



L From: To: . 



The document was recorded in the Patent and Trademark Office at 

Reel , Frame , or for which a copy thereof is attached, 

2. From: To: 



The document was recorded in the Patent and Trademark Office at 

Reel , Frame . or for which a copy thereof is attached. 



3. From: To: 



The document was recorded in the Patent and Trademark Office at 
Reel Frame , or for which a copy thereof is attached. 

[ ] Additional documents in the chain of title are listed on a supplemental sheet. 

[X] Copies of assignments or other documents in the chain of title are attached. 

rNOTE; A separate copy (/.e., the original assignment docum^t or a true copy of the original 
document) must be submitted to Assignment Division in accordance with 37 CFR Part 3, if 
the assignment is to be recorded in the records of the PTO. See MPEP 302-302.8] 

The undersigned (whose title is supplied below) is empowered to act on behalf of the assignee. 



Date; 
Name: 
Title: 



, ^r- Dieter LAUDIEN 



J/fiead of Batent Division 



Signature: 



P:VU3CIU\AA2PV06S3\3Ot(0000U>5 1 900cen 
SKOF Rev j/3 1/00 xnitc 



